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Examiner 
James S McClellan 



Applicant(s) 

BETTE ETAL 



Art Unit 
3627 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MDNTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and v^ll expire SIX (6) MONTHS from the mailing date of this commuriication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication{s) filed on 08 April 2004 . 
2a)^ This action is FINAL. 2b)n This action is non-finaL 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 9-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 9-16 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1. n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review {PTO-948) 

3) n Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(8)/Mall Date . 



4) O Inten/iew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application {PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 7 
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DETAILED ACTION 



Amendment 



1. 



Applicant's submittal of an amendment was entered on April 8, 2004, wherein: 



claims 9-16 are pending; 



claims 1-8 have been canceled; and 



claims 9-16 have been added. 



Claim Rejections - 35 USC §101 



2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claim 9, 10, and 16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be v^thin the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to promote the 
"progress of science and the useful arts" (i.e., the physical sciences as opposed to social sciences) 
and therefore are found to be non-statutory subject matter. For a process, the recited process 
must somehow apply, involve, use, or advance the technological arts. 



Application/Control Number: 10/074,427 Page 3 

Art Unit: 3627 

In the present case, claim 9 merely includes a recitation of technology ("computer-based 
design system") in the preamble of the claim. The body of the claim lacks a positive recitation 
of technology. Claims 10 and 16 are rejection for similar reasons. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 11-15 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
Application No. US 2001/0044768 Al (hereinafter "Wares"). 

Wares discloses an Internet based computer system for integrating engineering design 
(see page 2, paragraph #0014) and procurement (see final line of ABSTRACT) that connects 
buyers, sellers, market places, content providers, and additional services (see Figure 1 A and IB). 
Additionally, Wares system improves cycle time and productivity using real-time data (see page 
2, paragraph #0012 and page 5, paragraph #0071) and providing security measures (see page 5, 
paragraph #0086). 

6. Claim 16 is rejected imder 35 U.S.C. 102(e) as being anticipated by U.S. Patent No. 
(hereinafter "Kim"). 
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Kim discloses a computer-based method for calculating structural design of pipes (see 
column 4, lines 50-55). Additionally, Kim is discloses calculating a quantity of pipe using 
commercial variables (see Figure 1 8). It is inherent in pipe design that the design is optimized 
for the various inputs. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being obvious over Kim in view 
of Wares. 

Kim discloses a pipe design system and method to optimize pipe design as set forth 
above for claim 16. Kim fails to disclose a full function procurement system. 

Wares discloses a computer system for integrating engineering design and procurement 
as set forth above for claim 1 1 . 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Kim with a full function procurement system as taught by Wares, because 
integrated procurement system allows for a more efficient completion of the engineering project 
from design to build, wherein reducing redundant data entry. 
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Response to Arguments 

9. Applicant's arguments filed April 8, 2004 have been fully considered but they are not 
persuasive. 

On page 12, final paragraph. Applicant notes that Wares does not disclose or suggest a 
module or process wherein engineering design calculations are performed. The Examiner 
respectfully disagrees. Wares discloses a system that includes engineering designs (see 
paragraph 0059]. However, Kim is relied upon to specifically disclose calculating pipe design. 

On page 13, first full paragraph, Applicant argues that Wares fails to disclose real-time 
data. As previously set forth, Wares discloses "system availability to users at all time" (see 
paragraph 0071). Therefore, since system data is available to users all the time, the system 
provides real-time data. 

On page 14, Applicant argues the combination of Wares and Rosa. Applicant's argument 
is moot in view of the new grounds of rejection. 

On page 15, Applicant argues the combination of Wares and Basch. Applicant's 
argument is moot in view of the new grounds of rejection. 

Conclusion 

1 0, Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 1 . Any inquiry concerning this communication or earlier conmiunications from the 
examiner should be directed to Jim McClellan whose telephone number is (703) 305-0212. The 
examiner can normally be reached on Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewski, can be reached at (703) 308-5183. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 113. 

Any response to this action should be mailed to: 



Commissioner of Patent and Trademarks 



Washington D.C. 20231 



or faxed to: 



(703) 872-9306 (Official communications) or 
(703) 746-3516 (Informal/Draft communications). 



Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal Drive, 



Arlington, VA, 7 floor receptionist. 




A.U. 3627 



jsm; June 15, 2004 



